
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/602,336 



06/23/2003 



Maria Cristina B. Estacio 



01 8865-0059 10US 



8226 



20350 7590 05/25/2004 

TOWNSEND AND TOWNSEND AND CREW, LLP 
TWO EMBARCADERO CENTER 
EIGHTH FLOOR 

SAN FRANCISCO, CA 94111-3834 



EXAMINER 



SMOOT, STEPHEN W 



ART UNIT 



PAPER NUMBER 



2813 

DATE MAILED: 05/25/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



V ■ i 



Off icq Action Summarv 


Application No. 
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Applicant(s) 

ESTACIOETAL ^ 


Examiner 

Stephen W. Smoot 


Art Unit 

2813 





- TAi MAILING DATE of this communication appears on the cover sheet with the correspondenc address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " ; 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed h 
after SIX (6) MONTHS from.the mailing date of this communication. ■■ .' 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED "(35 U.S.C. §*1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status * 

. - 1)13 Responsive to communication(s) filed on 23 June 2003 . ......... . .. .. .\„ j ... . 

." 2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C,D. ; 11-, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 7-10 is/are pending in the application. 

' 4a) Of the above claim(s) : is/are withdrawn from consideration. ^ 

5) D Claim(s) is/are allowed. ' ' *• . 

. 6)M Claim(s) 7-10 is/are rejected. 

7)D Claim(s) ___ is/are objected to; 

Q){3 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)M The specification is objected to by the Examiner. » 

10)13 The drawing(s) filed on 23 June 2003 is/are: a)M accepted or b)Q objected, to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).* 
a)DAII b)D Some *c)D None of: 

- Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) E2 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) [3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

• Paper NofsVIVIail Date 9-15-03 . 6) □ Other: . . 
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DETAILED ACTION 

This Office action is in response to application papers filed on 

Specification 

1. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

2. • The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01.(0). Correction 
of the following is required: The specification needs to be amended to include 
antecedence for "an underfill application and a cure" as claimed in claims 9,10. 

Claim Objections 

3. Claim 7 is objected to because of the following informality: 

In claim 7, line 5, insert -device-- after "semiconductor for proper antecedence 

• ■ 

to the semiconductor device of line 1. 
Appropriate correction is required. 
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4. Applicant is advised that should claim' 9 be found allowable, claim 10 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 
claims in an. application are duplicates or else are so close in content that they both 

. coyer the same thing, despite a slight difference in, wording, it is proper after allowing' 
one claim to object to the: otheras 'being a substantial duplicate of the allowed claim. " ' 
See MPE'P § 706.03(k). . . ... 

Claim Rejections - 35 USC § 112 

5. The following. is a quotation of the second paragraph of 35 U.S.C. 112:' 

The specification shall conclude with one or more claims particularly pointing-out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. , Claims 8-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the.subject matter which 
applicant regards as the invention. * 

Claim 8 recites the limitation "the gate pad" in lines 1-2; - 

Claim 9 recites the limitation "the solder humps" in line 2; and 

Claim 1 0 recites the limitation "the solder bumps" in line 2. 

There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

-- (a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made 



8. Claims 7, 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chiu (US 5,192,681) in view of Fukaya (US 5,969,41 1). 

Referring to column 1, line 54 to column 2, line 26, Chiu. discloses a method of 
testing semiconductor chips after they are mounted on leadframe tape. The method is 
applicable to reeMo-reel processing. The chips can have solder bumps for connecting 
to leads from the leadframe (see column 3, line 51 to column 4, line 6). The chip and 
leads, are encapsulated with an ultraviolet transmitting gel (i.e. an underfill material) that 
is cured by heating (see column 3, lines 10-13). The leads are temporarily supported by 
a plastic frame, while the chips are tested (see column 3, lines 24-50). These are 
limitations set forth in claims 7, 9-10 of the applicant's invention. 

However , Chiu does not teach or suggest performing a laser cut, which is a 
limitation set forth in claim 7 of the applicant's invention. 

Fukaya teaches that a laser can be used to cut inner lead portions (see abstract). 
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Therefore it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to combine the teachings of Chiu and Fukaya in- order to 
use laser cutting as taught by Fukaya fpr removing the leads from the plastic frame of 
Chiu. Fukaya recognizes that laser cutting, is one way to separate leads from a. support 
member (see abstract). ; . 

•' ' '• •• " .' '; ' '•>"■'■ ' ■ : '" -■.,.■>■ ... ...... 

■*•'■'"'"'.'-• '. ; ,. ' .* ". 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chiu (US 
5,192,681) and Fukaya (US 5,969,411) as applied to claim 7 above, and further in view 
of Phipps (US 5,381,105). ". • ' ' ' . " ' 

As shown above, the combination of Chiu and Fukaya have all of the limitations 
set forth in claim.7 Of the applicant's invention .-. This combination also suggests 
performing the laser cutting step after strip testing (seeChiu, column 3, lines 5-8, 47- 
50), which is a limitation set forth in claim 8 of the applicant's invention. However, this 
combination lacks the step of isolating the gate pad during testing, which is also a 
limitation of claim 8. Phipps teaches "electrically isolating a gate bonding pad while , 
testing a semiconductor device (see column 1, line 56 to column 2, line 64). 

Therefore it would have been obvious to a. person of ordinary skill in the art at 
the time the inyention was made to combine the teachings of Chiu, Fukaya, and Phipps 
in order to test semiconductor chips as taught by Chiu and Fukaya by isolating a gate ■ 
pad as taught by Phipps. Phipps recognizes that gate isolation facilitates testing of the 
gate oxide rupture voltage (see column 2, lines 59-62). 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Mostafazadeh and Nordin et al. teach testing of packaged 
semiconductor chips. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen W. Smoot whose telephone number is 571- 
272-1698. The examiner can normally be reached on M-F (8:00am to 4:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead, Jr. can be reached on 571-272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. . 

,. Information regarding the status of an application may be obtained from the • 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR Only 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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